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Claim Interpretation 

1 . The examiner notes that the "when" clauses of the last six lines of claim 21 and 
the last two lines of claim 22 are optional, i.e. the steps recited in these clauses are not 
required by the instant claims. 

2. Claims 23-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a) In claim 23, line 3, "said bonding temperature" lacks proper antecedent basis. 

b) In line 3 of each of claims 24 and 25, "the sliding contact surface" lacks proper 
antecedent basis. 

c) Claim 26 as drafted is dependent on claim "32", which does not exist. For purposes 
of examination, claim 26 is being treated as dependent upon claim 28. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. . 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 21 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Myers (U.S. Patent 4,438,004). 

Myers discloses integrating a sintered material containing amounts of iron and copper as 
required by the instant claims, as well as aluminum, to a steel backing plate. Myers uses this 
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material as a friction material in a brake pad; it is thus a reasonable assumption that backing 
plates that are substantially cylindrical would fall within the purview of the Myers reference. 

Myers does not state the function of the various components of this system as claimed, 
i.e. does not state that the iron causes an order-disorder transition, that the aluminum causes 
expansion, or that the copper is used as an element for generating a liquid phase. However, 
given that these components may be present in the same amounts in both the process 
disclosed by Myers and that as claimed, it is a reasonable assumption that the functions or 
resultant effects of these components would likewise be the same in both the prior art and the 
claimed invention. 

Consequently, a prima facie case of obviousness is established between the disclosure 
of Myers and the presently claimed invention. 

5. Claims 26, 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamada et al. (U.S. Patent 4,505,987). [The examiner is treating claim 26 as 
dependent on claim 28, as noted supra]. 

Yamada example 1 discloses a process substantially as presently claimed, i.e. uniformly 
scattering powders containing amounts of iron, copper and tin as required by the instant claims 
onto the surface of a steel sheet, sintering in a reducing atmosphere, rolling, resintering in the 
reducing atmosphere, and rolling into a cylindrical configuration; see Yamada column 4, lines 
23-68. Yamada does not specify that the iron in the material that is sintered causes order- 
disorder transition, as required by the instant claims. However, given that the actual 
composition of the materials as well as the process steps used may be identical in the prior art 
and the claimed invention, it is a reasonable assumption that the resultant effect of the iron 
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would likewise be the same. Thus, a prima facie case of obviousness is established between 
the process disclosed by Yamada et al. and that as presently claimed. 

6. Claims 21 , 26, 27 and 28 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-13 of U.S. 
Patent No. 6,428,744. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both the 744 claims and the instant claims 
are directed to processes of sinter bonding an iron or copper based material to an iron- 
based backing. Particularly, claim 5 of the 744 patent recites this step, and claim 6 of 
the 744 patent recites steps substantially as recited in instant claim 26. While the 
precise wording of the claims is substantially different in the 744 patent and the instant 
claims, both sets of claims appear to be directed to the same series of process steps, 
performed in the same order to the same effect in both instances. Thus, no patentable 
distinction is seen between the process of the 744 claims and that as define in the 
instant claims. 

7. Claim 22 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims, and claims 23-25 would be allowable if rewritten 
to overcome the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office 
action and to include all of the limitations of the base claim and any intervening claims. 
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8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to George Wyszomierski whose telephone number is (571) 272-1252. The 
examiner can normally be reached on Monday thru Friday from 8:00 a.m. to 4:30 p.m. Eastern 
time. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees supervisor, Roy 
King, can be reached on (571) 272-1244. All patent application related correspondence transmitted by 
facsimile must be directed to the central facsimile number , (571)-273-8300. This Central FAX Number is 
the result of relocating the Central FAX server to the Office's Alexandria, Virginia campus. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 




GROW 



GPW 

September 26, 2006 



